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VIII. Arguments 

A. Claim Groupings 

1. Claims 1-3 vs. Claims 6, 7, 9-11, 13, and 17-22 

2. Claims 1-3 vs. Claims 25 and 16 

3. Claims 6, 7, 9-11, 13, and 17-22 vs. Claims 25 and 16 

B. The References 

1. U.S. Patent No. 6,297,781 Issued to Turnbull et al. 

2. U.S. Patent No. 5,278,547 Issued to Suman et al. 

3. U.S. Patent No. 5,694,322 Issued to Westerlage et al. 

4. U.S. Patent No. 4,875,167 Issued to Price et al. 

C. Legal Considerations 

1. Claims 1-3 

2. Claims 6, 7, 9-11, 13, and 17-22 

3. Claims 25 and 16 
DC. Conclusion 

Appendix of Claims Involved in the Appeal 

The final page of this Brief bears the attorney's signature. 

I. Real Party in Interest 

The real party in interest in this application is the inventor, Terry S. Callaghan, who is 
also a registered patent attorney. No assignments have been executed or recorded. 

II. Related Appeals and Interferences 

Appellant is aware of no appeals or interferences that would directly affect or be directly 
affected by, or have a bearing on, the Board's decision in the pending appeal. 

III. Status of Claims 

This is an appeal from a final rejection of claims 1-3, 6, 7, 9-11, 13, 16-22, and 25 of the 
above-identified application. Claim 8 is also presently rejected. However, Appellant does not 
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wish to appeal this rejection as evidenced by Appellant's attempt to cancel claim 8 in. the 
Amendment filed on December 8, 2003. Claims 4, 5, 14, 15, 23, 24, and 26 are objected to as 
being dependent upon a rejected claim, but would be allowable if rewritten in independent form. 
Claims 1-3, 5, 7, 9, 11, 15, 20-22, and 24 are as originally presented. Claims 4 and 10 were 
amended in an Amendment filed November 25, 2002. Claims 6, 13, 14, 16, 18, 19, and 25, 
were amended, claim 26 was added, and claim 12 was cancelled in an Amendment filed 
August 18, 2003. Claims 1-11 and 13-26, as last amended, are attached in the Appendix hereto. 

IV. Status of Amendments 

All Amendments filed in this application have been entered with the exception of the 
Amendment filed on December 8, 2003, in which Appellant merely attempted to cancel claim 8. 

V. Summary of the Invention 

As disclosed in paragraph [0001] of the specification, the present invention relates to an 
odometer/tripmeter for tracking business and personal mileage traveled by a vehicle. 

As will become apparent from the discussion of the prior art below, the present 
invention represents a novel, non-obvious, and useful system for tracking business/personal 
mileage. As disclosed in paragraphs [0002] through [0005], there is a need for a system that 
allows individuals to track business miles traveled for purposes of reimbursement or for tax 
benefits. Although devices exist that allow users to track business mileage, such devices are 
typically separate devices that must be positioned within the vehicle. Further, such devices 
require a user to remember to manually activate a switch or the like to start and stop the 
device from accumulating travel distance. Thus, such prior art devices are not user friendly, 
nor can they be seamlessly integrated within a vehicle. 

As shown in Figs. 2 and 3 and described in paragraphs [0014], [0016] through [0022], 
and [0032], the present invention overcomes many of the problems associated with the prior 
art devices by providing a system that may be readily integrated into vehicles without 
requiring any separate component to be placed in the vehicle, but rather uses the existing 
hardware with the exception of a specially modified key fob or the like. According to one 
embodiment, the present invention is directed to a mileage display system for a vehicle that 
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comprises a receiver (15) for receiving a signal from a remote transmitter (i.e., key fob (30)), 
a mileage accumulator (i.e., controller (20)) coupled to the receiver (15) for accumulating 
vehicle mileage received from a mileage sensor (40) as the vehicle travels in response to a 
signal received by the receiver (15) from the remote transmitter. The system further 
comprises a display (25) for displaying the vehicle mileage accumulated by the mileage 
accumulator. 

As disclosed in paragraphs [0016], [0019], [0020], [0021], and [0022] of the 
specification, the remote transmitter may be a key fob (30), which, as depicted in Fig. 1, may 
include two unlock buttons for unlocking the vehicle doors. The two unlock buttons may 
include a first button 32, which the user presses when the trip to be traveled is for personal 
travel and a second button 34 for the user to press when a trip is for business purposes. Thus, 
a function that the driver would normally perform (i.e. , unlocking the vehicle) may be used to 
identify the purpose of the upcoming trip and hence the system would know whether to 
accumulate mileage associated with this trip and to identify such mileage as being either 
business or personal mileage. An indicator to that effect may be stored in the memory of the 
device for later retrieval or reporting. The mileage for that particular trip would be 
accumulated until such time that the vehicle is turned off. Thus, the present invention would 
not require a user to remember to check the mileage on the tripmeter or press a button on a 
separate device to advise it that the trip segment is complete, nor would the driver have to 
perform any function he or she would not otherwise perform at the beginning of the trip to 
identify the trip as being for business or personal purposes. 

According to another embodiment of the present invention, the invention is directed to 
a mileage tracking system for use in a vehicle where the mileage tracking system comprises a 
tripmeter for tracking travel distance of a vehicle and a transmitter (70) coupled to the 
tripmeter for transmitting the travel distance to a receiver (77) that is remotely located from 
the vehicle. The tripmeter stores an indicator in association with each trip segment whether 
the trip segment was a business trip or a personal trip. In the specification and drawings, the 
tripmeter may include various other components including the controller (20), the memory 
(60), and the mileage sensor (40). By transmitting to a receiver (77) that is remotely located 
from the vehicle, the travel distance of the vehicle and an indication whether or not the trip 
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was for business or personal mileage, may be delivered to a computer/server (75) for 
subsequent storage and processing. Examples of such processing are disclosed in paragraphs 
[0027], [0028], and [0030]. The computer (75) coupled to the receiver (77) may be a person's 
home computer such that the vehicle mileage may be transmitted at the end of a fiscal year for 
inclusion in a tax program or the like that would compute the tax consequences of the vehicle 
mileage. Alternatively, as disclosed in paragraphs [0029], the computer (75) could be a 
computer server at a business such that when a salesperson or other employee drives past a 
transponder, the system transmits the vehicle mileage to a computer server along with the 
vehicle's identification code such that an e-mail may be generated and delivered to the driver's 
computer within the office for submission of a reimbursement or travel expense report. 

According to another embodiment of the present invention, a mileage tracking system 
is provided for use in a vehicle where the mileage tracking system comprises a tripmeter for 
tracking travel distance of the vehicle and a transmitter (70) coupled to the tripmeter for 
transmitting the travel distance to a receiver (77) that is remotely located from the vehicle. 
The transmitter (70) may be a transceiver for receiving an interrogation signal and for 
transmitting vehicle mileage in response to the interrogation signal. This particular 
embodiment is similar to the prior embodiment, but the system is responsive to interrogation 
signals to subsequently transmit travel distance when such an interrogation signal is received. 
As disclosed in paragraph [0029] of the specification, such an interrogation signal may be used 
when, for example, a transceiver is located approximate the entrance of a parking area for a 
company's sales personnel such that as they drive by the remote transceiver (77) located near 
the parking lot, the remote transceiver transmits an interrogation signal that is received by a 
transceiver (70) to which the tripmeter (i.e., controller (20)) responds by causing transceiver 
(70) to transmit the travel distance to remote transceiver (77). The remote transceiver (77) 
may be coupled to a computer/server (75) such that an appropriate reimbursement request or 
travel expense report should be automatically generated using the travel distance for either 
subsequent transmittal to the salesperson driving the vehicle or to the accounting department of 
that company. 
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VI. Issues 

The issues on appeal are whether: 

1. Claim 1 is patentable under 35 U.S.C. §103(a) over the combination of U.S. 
Patent No. 6,297,781 issued to Turnbull et al. and U.S. Patent No. 5,278,547 
issued to Suman et al.; 

2. Claim 6 is patentable under 35 U.S.C. §103(a) over the combination of U.S. 
Patent No. 5,694,322 issued to Westerlage et al. and U.S. Patent No. 4,875,167 
issued to Price et al.; and 

3. Claim 25 is patentable under 35 U.S.C. §102(b) over U.S. Patent No. 5,694,322 
issued to Westerlage et al. 

VII. Grouping of Claims 

Claims 1-3 stand or fall together; claims 6, 7, 9-11, 13, and 17-22 stand or fall together; 
and claims 25 and 16 stand or fall together. The three groups of claims stand or fall separately 
from one another for the reasons stated in detail below. 

VIII. Arguments 

The following is the requisite discussion as to why the three claim groups stand or fall 
separately from one another. 

A. Claim Groupings 

1. Claims 1-3 vs. Claims 6, 7, 9-11, 13, and 17-22 
Claims 1-3 do not stand or fall with claims 6, 7, 9-11, 13, and 17-22 and are considered 
separately patentable because independent claim 1, which is representative of claims 1-3, recites 
features not recited in independent claim 18, which is representative of the claim group including 
claims 6, 7, 9-11, 13, and 17-22. Specifically, independent claim 1 recites "a mileage 
accumulator coupled to said receiver for accumulating vehicle mileage received from a 
mileage sensor as the vehicle travels in response to a signal received by said receiver from the 
remote transmitter," whereas independent claim 18 does not specifically recite this feature. 
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Further, independent claim 18 recites that the "tripmeter further stores an indicator in 
association with each trip segment whether the trip segment was a business trip or a personal 
trip," whereas independent claim 1 does not recite this feature. For these reasons, Appellant 
submits that claims 1-3 may be held separately patentable relative to claims 6, 7, 9-11, 13, and 
17-22. 

2. Claims 1-3 vs. Claims 25 and 16 

Claims 1-3 do not stand or fall with claims 25 and 16 and are considered separately 
patentable because independent claim 1, which is representative of claims 1-3, recites features 
not recited in independent claim 25, which is representative of claims 25 and 16. Specifically, 
independent claim 1 recites "a mileage accumulator coupled to said receiver for accumulating 
vehicle mileage received from a mileage sensor as the vehicle travels in response to a signal 
received by said receiver from the remote transmitter," whereas independent claim 25 does not 
recite this feature. Further, independent claim 25 recites that the "transmitter is a transceiver 
for receiving an interrogation signal and for transmitting vehicle mileage in response to the 
interrogation signal," whereas independent claim 1 does not recite this feature. For these 
reasons, Appellant submits that claims 1-3 may be held separately patentable relative to claims 
25 and 16. 

3. Claims 6, 7, 9-11, 13, and 17-22 vs. Claims 25 and 16 

Claims 6, 7, 9-11, 13, and 17-22 do not stand or fall with claims 25 and 16 and are 
considered separately patentable because representative independent claim 18 recites features not 
recited in representative independent claim 25. Specifically, independent claim 18 recites that 
the "tripmeter further stores an indicator in association with each trip segment whether the trip 
segment was a business trip or a personal trip," whereas independent claim 25 does not 
specifically recite this feature. Further, independent claim 25 recites that the "transmitter is a 
transceiver for receiving an interrogation signal and for transmitting vehicle mileage in 
response to the interrogation signal," whereas independent claim 18 does not recite this feature. 
For these reasons, Appellant submits that claims 6, 7, 9-11, 13, and 17-22 may be held 
separately patentable relative to claims 25 and 16. 
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In the arguments below, brief descriptions are provided for the applied references 
followed by Appellant's arguments as to why the Westerlage et al. patent does not anticipate 
claim 25 and why prima facie obviousness has not been established for claim 1 based upon 
Turnbull et al. and Suman et al. or for claim 6 based upon Westerlage et al. and Price et al. 

B. The References 

Although it is recognized that one cannot show non-obviousness by attacking references 
individually where the rejection is based on a combination of references, In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981) and In re Merck & Co., Inc., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986), the teachings in the individual references must nevertheless be 
considered when analyzing whether one of ordinary skill in the art would have considered 
combining such teachings and whether the hypothetical structure that would have resulted from 
the combined teachings would have included all the claimed features. For these reasons, the 
individual references applied in the rejections are first discussed separately below to allow for 
a complete understanding of what these references would have suggested to one of ordinary 
skill in the art and to establish a basis for Appellant's position that one of ordinary skill in the 
art would not have considered combining the reference teachings in the manner submitted by 
the Examiner. 

1. U.S. Patent No. 6,297,781 Issued to Turnbull et al. 
U.S. Patent No. 6,297,781 discloses a rearview mirror assembly in which a microwave 
antenna is mounted so as to receive signals from GPS satellites or the like. The rearview mirror 
assembly may include various components of an electrical control system that may interface with 
other components within the vehicle. Various functions and features are disclosed in this 
reference. First, as pointed out by the Examiner, the electrical control system that is included 
within the rearview mirror may include a transmitter (134) and a receiver (136), both coupled to 
a microprocessor (110). The microprocessor (110) is coupled to a display (45) and to the vehicle 
bus (117). Also coupled to bus (117) is an odometer (154, Fig. 7). As disclosed in column 9, 
lines 39 through 50, the transmitter 134 is disclosed as preferably being an infrared (IR) 
transmitter for transmitting an IR signal into the interior passenger area of the vehicle, where the 
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IR signal may include any data or other information intended for portable electronic devices that 
may be located in the passenger area. This portion of Turnbull et al. further discloses that the 
receiver 136 is intended to receive RF signals or the like from remotely located transmitters such 
as a remote keyless entry (RKE) transmitter or tire pressure monitoring sensors. As further 
disclosed in column 19, lines 31-67, the transmitter 134 may be used to transmit an IR signal 
including vehicle position data as received from the GPS receiver to a laptop computer or the 
like within the vehicle compartment. As disclosed in column 26, lines 1 1 through 43, the system 
disclosed in Turnbull et al. may be used as a vehicle odometer verification system whereby 
information from the GPS satellites may be used to determine the total travel distance for the 
vehicle and subsequently used to verify whether the reading on the vehicle odometer is correct. 
Nowhere, however, does Turnbull et al. disclose a mileage accumulator that accumulates vehicle 
mileage received from a mileage sensor as the vehicle travels in response to a signal received by 
the receiver from a remote transmitter. 

2. U.S. Patent No. 5,278,547 Issued to Suman et al. 

U.S. Patent No. 5,278,547 issued to Suman et al. discloses a vehicle control system 
including a microcontroller-based programmable module that allows for a variety of different 
vehicle options to be selectively activated by different vehicle users. Suman et al. further 
discloses a remote transmitter that provides a unique user code such that the control system 
may respond to the unique user code to select certain personalized vehicle options associated 
with that particular user. The remote transmitter may be a key fob transmitter. Suman et al. 
discloses three separate buttons on the key fob transmitter, where one button is used to unlock 
the doors, a second button is used to lock the doors, and a third button used for actuating the 
trunk release. Suman et al. does not disclose anything to do with tracking vehicle mileage or 
configuring a system to accumulate vehicle mileage in response to a signal received from the 
key fob or any other remote transmitter. 

3. U.S. Patent No. 5,694,322 Issued to Westerlage et al. 

U.S. Patent No. 5,694,322 issued to Westerlage et al. discloses a method and apparatus 
for determining a tax for a vehicle, such as a commercial heavy truck. The system includes a 
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positioning device, such as a GPS device, for determining location of the vehicle such that a 
plurality of vehicle positions along a route may be compared to geographic information stored 
in memory, which defines a plurality of taxing regions through which the route of the vehicle 
passes. An odometer measures the distance traveled by the vehicle along the route. A 
processor receives the vehicle positions from the GPS device, the geographic information from 
the memory, and the measured distance from the odometer. The processor may then 
determine the tax for the vehicle in at least one taxing region through which the route of the 
vehicle passes, in response to the vehicle positions, the geographic information, and the 
measured distance. As disclosed in column 4, lines 41 through 52, a computation of the taxes 
may be performed within the vehicle by a mobile unit 22 or at a remote location, such as at a 
dispatch 30 or a host 35. The mobile unit 22 may, for example, determine the distance 
traveled and the tax of the vehicle based upon the position fixes, the distance measured by the 
odometer, or other information that may be contained within the mobile unit. After the mobile 
unit 22 has made these determinations, this information can be transmitted to dispatch 30 or 
host 35 using a communications link 40. As disclosed in column 4, lines 53 through 64, the 
dispatch 30 or host 35 may perform the determination of distance traveled and tax after mobile 
unit 22 has transmitted vehicle information including the position fixes and/or the distance 
measured by odometer 109, to the remote location. The mobile unit 22 may thus include a 
transceiver 94 (Fig. 9) through which mobile unit 22 transmits vehicle information to a remote 
location. The mobile unit 22 may initiate transmission of information to dispatch 30 or host 
35 "based on some configurable condition, such as a predetermined reporting interval, a full 
memory buffer, a store and forward routine, or a minimum signal strength received from 
communications link 40." As explained further below, Westerlage et al. does not disclose 
transmitting such vehicle mileage in response to an interrogation signal. Nor, for that matter, 
does Westerlage et al. disclose storing an indicator within the memory of the mobile unit 22 as 
to whether the trip is for business or personal purposes. 

4. U.S. Patent No. 4,875,167 Issued to Price et al. 
U.S. Patent No. 4,875,167 issued to Price et al. discloses an odometer data computing 
apparatus, which is a separate device which may be used within a vehicle for tracking business 
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mileage. The device in Price et al. includes a START button 44, which is pressed to start 
tallying mileage for a business trip. An EOT (end of trip) button is provided, which is pressed 
to stop tallying mileage for a business trip. The Price et al. device does not separately track 
mileage for personal trips, but only stores mileage for business trips when the start button has 
been manually actuated. Thus, Price et al. does not disclose storing an indicator in association 
with each trip segment whether the trip segment was a business trip or a personal trip, nor 
would there be any reason to do so given that Price et al. only stores business trip mileage. 



C. Legal Considerations 



1. Claims 1-3 

Of this group of claims, only claim 1 is independent and claims 2 and 3 both depend 
from claim 1 . Appellant has chosen independent claim 1 to be representative of this claim 
group insofar as it is the broadest claim of the group. Independent claim 1 was rejected as 
being obvious over the combination of Turnbull et al. and Suman et al. Accordingly, the only 
issue to be resolved with respect to this claim group is whether independent claim 1 is 
patentable under 35 U.S.C. §103(a) over the combination of Turnbull et al. and Suman et al. 

Independent claim 1 defines a mileage display system for a vehicle comprising: 

a receiver for receiving a signal from a remote transmitter; 

a mileage accumulator coupled to said receiver for accumulating vehicle 
mileage received from a mileage sensor as the vehicle travels in response to a 
signal received by said receiver from the remote transmitter; and 

a display for displaying the vehicle mileage accumulated by said mileage 
accumulator. 

The requirements for making a prima facie case of obviousness are described in MPEP 
§2143 as follows: 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in 
the art, to modify the reference or to combine reference teachings. Second, 
there must be a reasonable expectation of success. Finally, the prior art 
reference (or references when combined) must teach or suggest all the claim 
limitations. 
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The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art , and not based on 
Appellant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed 
Cir. 1991). 

MPEP §2143.01 provides further guidance as to what is necessary in showing that 
there was motivation known in the prior art to modify a reference teaching. Specifically, 
MPEP §2143.01 states: 

The mere fact that references can be combined or modified does not render the 
resultant combination obvious unless the prior art also suggests the desirability 
of the combination . In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed Cir 
1990). 

A statement that modifications of the prior art to meet the claimed invention 
would have been ' well within the ordinary skill of the art at the time the 
claimed invention was made,' because the references relied upon teach all 
aspects of the claimed invention were individually known in the prior art is not 
sufficient to establish a prima facie case of obviousness without some objective 
reason to combine the teachings of the references. Ex parte Levengood 28 
USPQ2d 1300 (Bd. Pat. App. & Inter. 1993). 

In applying the above standards to the facts in this case, Appellant notes that the prior 
art does not suggest the desirability of the combined teachings of Turnbull et al. and Suman et 
al. Specifically, there is no suggestion in either of these references of the desirability of 
modifying the system disclosed in Turnbull et al. such that the odometer 154 (which the 
Examiner contends to correspond to the claimed "mileage accumulator") accumulates vehicle 
mileage ... in response to a signal received by receiver 136 from a remote transmitter. The 
odometer in Turnbull et al. always accumulates mileage during vehicle travel and would have 
to be modified to be responsive to a signal from a remote transmitter. Suman et al. '547 does 
not suggest the desirability of such a modification, nor does Turnbull et al. 

In the Office Action dated October 7, 2003, the Examiner merely states "It would have 
been obvious to one having ordinary skill in the art ... to modify Turnbull et al. 's system to 
include the signal received by the receiver from the remote transmitter, as taught by Suman et 
a1 ' 547 ' in order that travel dista nce can be accumulated during vehicle travel in response to a 
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signal received by the receiver from the remote transmitter ." (See page 8, line 19 through 
page 9, line 2.) Nothing in the prior art, however, suggests that it would have been desirable 
to accumulate travel distance in response to a signal from a remote transmitter. It is apparent 
that the Examiner simply reproduced the language of claim 1 as the requisite motivation. 
However, such motivation may not come from Appellant's disclosure, but must be found in 
the prior art. 

Appellant does not dispute that it may have been obvious to modify the Turnbull et al. 
system so that the receiver may receive a signal from a key fob 20, such as that disclosed in 
Suman et al. However, such a modification by itself would not result in the claimed 
invention. Nothing in Suman et al. suggests the modification to the odometer 154 of Turnbull 
et al. that would be needed to render it responsive to signals received from key fob 20 of 
Suman et al. 

Not only do the references not suggest the desirability of modifying odometer 154, but 
one skilled in the art would not have found such a modification to be desirable since it would 
likely be illegal to so modify an odometer. By law, odometers must accurately measure the 
travel distance accumulated over the life of the vehicle. If an odometer were modified to be 
responsive to signals from a remote transmitter, the vehicle owner could effectively "roll 
back" the odometer by disabling it using (or not using) a remote transmitter. 

The Examiner argues that Suman et al. teaches a control module coupled to the 
vehicle's electrical system for providing predetermined control functions, which can be varied 
according to the positions selected by the switches and the driver as determined by the switch 
or the received code from a remote keyless entry transmitter which includes three push-button 
switches. However, nowhere does Suman et al. disclose a function of the control module 
being to direct the system to accumulate mileage in response to a signal from the remote 
transmitter. Suman et al. states that the functions of the program switches are to determine 
how the doors of the vehicle are unlocked (column 4, line 22 through column 4, line 28). It is 
not disclosed or suggested by Suman et al. that the switches be used to direct the system to 
accumulate mileage. 

On page 11, lines 14-21 of the Office Action dated October 7, 2003, the Examiner 
states that Suman et al. teaches a control module and a remote keyless entry having three push- 
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button switches with a first switch employed for unlocking the doors, a second switch for 
locking the doors, and a third switch for actuating the trunk release "in order that travel 
distance can be accumulated during vehicle travel in response to a signal received by the 
receiver from the remote transmitter." Nowhere, however, does Suman et al. suggest the 
above-quoted objective. 

In the Advisory Action mailed December 29, 2003, the Examiner attempted to address 
the above arguments. More specifically, the Examiner quotes a portion of Appellant's own 
specification that states that "one would only need to reprogram the existing microcontroller (s) 
to respond to an activation of the third key fob button by unlocking the vehicle's doors and, at 
the same time, enabling accumulation of either business or personal mileage." The Examiner 
then states that this portion of Appellant's specification "clearly indicates that a common used 
RKE key can be implemented to generate a signal received by a receiver in order to 
accumulate either business or personal mileage." Next, the Examiner concludes "[Therefore, 
the combination of Turnbull et al. and Suman et al. clearly teach the claimed invention." 

First, it is improper to rely upon an applicant's own disclosure to support a prior art 
rejection. Clearly, one skilled in the art would not have had access to or knowledge of 
Appellant's disclosure prior to Appellant's invention. 

Second, even if Appellant states in his own specification that this could be 
accomplished, such a statement does not suggest that one skilled in the art considering only the 
Turnbull et al. and Suman et al. references would have recognized prior to the date of 
invention that the third button on the Suman et al. key fob could be used for this purpose. 

Third, the Examiner's logic suggests that the standard for obviousness is only 
whether a modification could be made, not whether one skilled in the art would have 
found it desirable to make the modification. As noted above, MPEP §2143.01 clearly 
states that "[T]he mere fact that references can be combined or modified does not 
render the resultant combination obvious unless the prior art also suggests the 
desirability of the combination ." Thus, the rejection is not based on the appropriate 
standards. 

Last, it is clear that the Examiner's arguments are based solely upon impermissible 
hindsight reconstruction of the claimed invention. 
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Regarding the use of hindsight, MPEP §2142 states: 

To reach a proper determination under 35 U.S. C. §103, the Examiner must step 
backward in time and into the shoes worn by the hypothetical 'person of 
ordinary skill in the art' when the invention was unknown and just before it was 
made. In view of all factual information, the Examiner must then make a 
determination whether the claimed invention 'as a whole' would have been 
obvious at the time to that person. Knowledge of Appellant's disclosure must 
be put asid e in reaching this determination , yet kept in mind in order to 
determine the 'differences' conduct the search and evaluate the 'subject matter 
as a whole' of the invention. The tendency to resort to 'hindsight' based upon 
Appellant's disclosure is often difficult to avoid due to the very nature of the 
examination process. However, impermissible hindsight must be avoided and 
the legal conclu sion must be reached on the basis of the facts gleaned from the 
prior art . [Emphasis added] 

Appellant sees no reasonable basis why one skilled in the art would have even 
considered the modifications proposed by the Examiner without having prior knowledge of 
Appellant's invention. In fact, the Examiner resorts to relying on Appellant's own teachings 
to fill the voids in the basis for this rejection. Accordingly, Appellant submits that a prima 
facie case has not been established with respect to claim 1. 

For the reasons stated above, Appellant submits that neither Turnbull et al. nor Suman 
et al., whether considered separately or in combination, teaches or suggests each and every 
feature of independent claim 1 and, thus, independent claim 1 is allowable over the combined 
teachings of Turnbull et al. in view of Suman et al. 

With respect to claims 2 and 3, which are not specifically addressed in this Appeal 
Brief, Appellant notes that both of these claims depend from independent claim 1 and submits 
that these claims are allowable for at least those reasons stated above with respect to 
independent claim 1. Of these dependent claims, claim 3 was rejected using an additional 
secondary reference. Specifically, U.S. Patent No. 5,497,323 issued to McCall et al. was 
used by the Examiner to attempt to show the features recited in claim 3. Appellant submits 
that McCall et al. does not teach or suggest the deficiencies noted above with respect to 
Turnbull et al. and Suman et al. as applied to claim 1. 
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Claims 6, 7, 9-11, 13, and 17-22 



Of this group of claims, only claims 6 and 18 are independent and claims 7, 9-11, 13, 
17, and 19-22 all depend from either claim 6 or claim 18. Due to the similarity of 
independent claims 6 and 18, these claims have been grouped together. Appellant has chosen 
independent claim 18 to be representative of this claim group insofar as it appears to be the 
broadest claim of the group. Independent claim 18 was rejected as being obvious over the 
combination of Wester lage et al. and Price et al. Accordingly, the only issue to be resolved 
with respect to this claim group is whether independent claim 18 is patentable under 35 U.S. C. 
§ 103(a) over the combination of Westerlage et al. and Price et al. 

Independent claim 18 defines a mileage tracking system comprising: 



a tripmeter for tracking travel distance of the vehicle; and 

a transmitter coupled to said tripmeter for transmitting the travel 

distance to a receiver that is remotely located from the vehicle, 

wherein said vehicle tripmeter further stores an indicator in 

association with each trip segment whether the trip segment was a 

business trip or a personal trip. 



As the Examiner correctly admits on page 3, third full paragraph of the Office Action 
dated October 7, 2003, Westerlage et al. does not disclose storing an indicator in association 
with each trip segment whether the trip segment was a business trip or a personal trip. The 
Examiner then contends that Price et al. discloses storing an indicator in association with each 
trip segment whether the trip segment was a business trip or a personal trip. For the reasons 
stated below, however, Appellant respectfully submits that Price et al. does not disclose 
storing any such indicator. 

The device in Price et al. includes a START button 44, which is pressed to start 
tallying mileage for a business trip. An EOT (end of trip) button is provided, which is pressed 
to stop tallying mileage for a business trip. The Price et al. device does not separately track 
mileage for personal trips. Instead, it only stores mileage for business trips when the START 
button has been actuated. Thus, Price et al. does not disclose storing an indicator in 
association with each trip segment whether the trip segment was a business trip or a personal 
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trip, nor would there be any reason to do so given that Price et al. only stores business trip 
mileage. 

The Examiner did not respond to the above arguments in the Advisory Action mailed 
December 29, 2003. 

Depending upon the manner in which a taxpayer deducts vehicle expenses, it may be 
just as important to store personal mileage in addition to business mileage. For example, a 
taxpayer may deduct vehicle expenses based upon the percentage in which the vehicle is used 
for business purposes within a fiscal year. Without knowing either the personal mileage or 
total mileage traveled during that particular fiscal year, the percentage can not be computed. 
Accordingly, the present invention allows for both business and personal mileage to be tracked 
during any tax period. 

For the reasons stated above, independent claim 18 is allowable over the teachings of 
Westerlage et al. and Price et al. whether considered separately or in combination. 

With respect to claims 7, 9-11, 13, 17, and 19-22, which are not specifically addressed 
in this Appeal Brief, Appellant notes that each of these claims depends from either independent 
claim 6 or independent claim 18 and submits that these claims are allowable for at least those 
reasons stated above with respect to independent claim 18. Of these dependent claims, claims 
10 and 13 are rejected using additional secondary references. Specifically, U.S. Patent No. 
6,301,533 issued to Markow and U.S. Patent No. 5,497,323 issued to McCall et al. were used 
by the Examiner to attempt to show the features recited in claims 10 and 13. Appellant 
submits that neither of these references teaches or suggests the deficiencies noted above with 
respect to Westerlage et al. and Price et al. as applied to claim 18. 

3. Claims 25 and 16 
Of this group of claims, claim 16 depends from independent claim 25. Appellant has 
chosen independent claim 25 to be representative of this claim group insofar as it is the 
broadest claim of the group. Independent claim 25 was rejected as being anticipated by 
Westerlage et al. Thus, the only issue to be resolved with respect to this claim group is 
whether claim 25 is patentable under 35 U.S.C. §102(b) over Westerlage et al. 
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Independent claim 25 defines a mileage tracking system comprising: 

a tripmeter for tracking travel distance of the vehicle; and 

a transmitter coupled to said tripmeter for transmitting the travel 

distance to a receiver that is remotely located from the vehicle, 

wherein said transmitter is a transceiver for receiving an interrogation 

signal and for transmitting vehicle mileage in response to the interrogation 

signal. 

As further discussed below, Appellant respectfully submits that Westerlage et al. does 

not anticipate claim 25 under 35 U.S. § 102(b). The legal requirements for a reference to 

anticipate a claim are discussed in MPEP § 2131, which states: 

A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference. 
Verdegaal Bros, v. Union Oil Co. of California, 814 F.2d 628, 631, 2USPQ2d 
1051, 1053 (Fed. Cir. 1987). 

With respect to the rejection of claim 25, it is Appellant's position that Westerlage et 

al. does not expressly disclose each and every element set forth in the rejected claims. To 

date, the Examiner has not contended that these missing elements were inherent in the system 

disclosed in Westerlage et al. Regarding inherency, it is noted that MPEP § 2112 states: 

In relying upon the theory of inherency, the examiner must provide a basis in 
fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the 
applied prior art. Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & 
Inter. 1990). 

Thus, to the extent that the Examiner may respond to this Brief by alleging inherency of the 
missing elements, Appellant submits that such elements would have to necessarily flow from 
the teachings of Westerlage et al. As will be clear to the Board, however, such elements are 
not inherent in the teachings of Westerlage et al. 

With respect to independent claim 25, the Examiner argues that Westerlage et al. 
discloses the transmitter being a transceiver for receiving an interrogation signal and for 
transmitting vehicle mileage in response to the interrogation signal. However, Westerlage et 
al. neither expressly discloses nor suggests a transceiver that transmits a signal in response to 
an interrogation signal. The transceiver in Westerlage et al. transmits a signal "based on 
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some configurable condition, such as a predetermined reporting interval, a full memory buffer, 
a store and forward routine, or a minimum signal strength received from communications link 
40." 

In the final Office Action at page 14, lines 8-16, the Examiner quotes column 3, lines 
39-50 of Westerlage et al., which merely states that mobile unit 50 includes a mobile 
positioning (GPS) receiver 80 operable to receive positioning information in the form of 
information streams 54 from a plurality of satellites 52 of positioning system 50. The 
Examiner then states "In addition, it is well known in the art that satellites at spaced orbital 
locations above the earth, for receiving and retransmitting the reply signal transmitted by the 
transceiver and a ground station for transmitting the interrogation signal and for receiving and 
processing the retransmitted reply signals from the satellites; therefore, based on Fig. 9 shown 
below, Westerlage et al. do disclose the transmitter being a transceiver for receiving an 
interrogation signal and for transmitting vehicle mileage in response to the interrogation 
signal." 

Appellant does not understand the above quoted statement. The specific manner by 
which signals are uplinked to the GPS satellites is irrelevant. The GPS receiver 80 in the 
mobile unit 50 of Westerlage et al. merely receives signals from the satellites 52. When and 
how such signals from satellites 52 are received by GPS receiver 80 does not affect when and 
how mobile unit 50 transmits signals to receiver site 44. Instead, "mobile unit 22 initiates 
transmission of information to dispatch 30 or host 35 based on some configurable condition, 
such as a predetermined reporting interval, a full memory buffer, a store and forward routine, 
or a minimum signal strength received from communications link 40." (See column 4, lines 
60-64 of Westerlage et al.) Thus, the mobile unit in Westerlage et al. does not initiate 
transmission of signals to the host in response to the signals from satellites 52 in the first 
place. None of the aforementioned triggers that cause initiation of transmission, however, 
could reasonably be construed as an interrogation signal. 

In the Advisory Action mailed December 29, 2003, the Examiner quotes column 4, 
lines 53-64 of Westerlage et al. and concludes that the quoted portion clearly indicates that the 
mobile unit includes a transceiver through which the mobile unit transmits vehicle information, 
such as the position fixes and/or the distance measured by the odometer, to a remote location. 
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Appellant does not disagree. However, the quoted portion of Westerlage et al. does not 
expressly disclose or necessarily require that such information is transmitted to a remote 
location in response to an interrogation signal. 

In the Advisory Action, the Examiner further states, "[Transceiver type identification 
systems are well known, and generally are capable of receiving an incoming interrogation 
signal and responding thereto by generating and transmitting an outgoing responsive signal." 
However, mere capability of a system to perform a recited function is not an express 
disclosure of the function, nor is it evidence that the function is inherent. Thus, Westerlage et 
al. does not expressly disclose or necessarily require that vehicle mileage is transmitted to a 
remote location in response to an interrogation signal, and accordingly Westerlage et al. does 
not expressly disclose each and every feature of independent claim 1 . 

For the reasons stated above, Appellant submits that Westerlage et al. fails to expressly 
or inherently teach or suggest each and every feature of independent claim 25, and therefore 
fails to anticipate claim 25. Thus, independent claim 25, as well as claim 16, which depends 
from claim 25, is allowable over the teachings of Westerlage et al. 

IX. Conclusion 

For the reasons set forth above, and as is apparent from examining the invention defined 
by claims 1-3, 6, 7, 9-11, 13, 16-22, and 25 when properly considering the cited references, 
these claims define patentable subject matter. Accordingly, reversal of the rejections of these 
claims under 35 U.S.C. §§102 and 103 is appropriate and is respectfully solicited. 




Respectfully submitted, 
TERRY S. CALLAGHAN 
By: Price, Heneveld, Cooper, 
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APPENDIX OF CLAIMS 



1. (Original) A mileage display system for a vehicle comprising: 

a receiver for receiving a signal from a remote transmitter; 

a mileage accumulator coupled to said receiver for accumulating vehicle mileage 
received from a mileage sensor as the vehicle travels in response to a signal received by said 
receiver from the remote transmitter; and 

a display for displaying the vehicle mileage accumulated by said mileage accumulator. 

2. (Original) The mileage display system as defined in claim 1, wherein said mileage 
accumulator includes an interface for coupling to an odometer sensor of the vehicle to receive 
a vehicle travel distance signal from which the vehicle mileage may be ascertained. 

3. (Original) The mileage display system as defined in claim 2, wherein said mileage 
accumulator further includes a switching device coupled to said interface for receiving and 
selectively transmitting the vehicle travel distance signal. 

4. (Previously presented) The mileage display system as defined in claim 3, wherein said 
mileage accumulator further includes: a memory device for storing cumulative travel distance; 
and a processing circuit coupled to an output of said switching device and to said memory for 
calculating cumulative travel distance in response to the vehicle travel distance signal 
selectively transmitted through said switching device and for storing the cumulative travel 
distance in said memory. 



5. (Original) The mileage display system as defined in claim 4, wherein said processing 
circuit is coupled to said receiver and controls said switching device to transmit the vehicle 
travel distance signal when the signal is received from said receiver. 
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6. (Presently presented) A vehicle mileage tracking system comprising: 

a tripmeter mounted in a vehicle for tracking travel distance of the vehicle; 
a transmitter mounted in the vehicle coupled to said tripmeter for transmitting the 
travel distance; 

a receiver remotely located from the vehicle for receiving the travel distance 
transmitted by said transmitter; and 

a computer coupled to said receiver for receiving and storing the travel distance 
received by said receiver, 

wherein said tripmeter further stores an indicator in association with each trip segment 
whether the trip segment was a business trip or a personal trip. 

7. (Original) The vehicle mileage tracking system of claim 6, wherein said computer is 
configured to automatically generate and store an electronic record indicating the vehicle and 
travel distance. 

8. (Previously presented) A vehicle mileage tracking system comprising: 

a tripmeter mounted in a vehicle for tracking travel distance of the vehicle; 
a transmitter mounted in the vehicle coupled to said tripmeter for transmitting the 
travel distance; 

a receiver remotely located from the vehicle for receiving the travel distance 
transmitted by said transmitter; and 

a computer coupled to said receiver for receiving and storing the travel distance 
received by said receiver, 

wherein said transmitter transmits an identification code to said receiver to identify the 
vehicle to said computer, and wherein said computer is configured to automatically generate 
and store an electronic record indicating the vehicle and travel distance. 

9. (Original) The vehicle mileage tracking system of claim 6, wherein said computer is a 
computer server coupled to a local area network. 
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10. (Previously presented) The vehicle mileage tracking system of claim 9, wherein said 
computer server generates an electronic mail message including the vehicle identification code 
and travel distance. 

11. (Original) The vehicle mileage tracking system of claim 6, wherein said transmitter is a 
transceiver for receiving an interrogation signal and for transmitting vehicle mileage in 
response to the interrogation signal. 

12. (Canceled) 

13. (Previously presented) The mileage tracking system as defined in claim 18 and further 
including a display coupled to said vehicle tripmeter for selectively displaying the travel 
distance. 

14. (Previously presented) The mileage tracking system as defined in claim 18 and further 
comprising an input device mounted in the vehicle for receiving an input representing whether 
a trip is for business or personal purpose and for generating a signal representing the received 
input, wherein said tripmeter is coupled to said input device for accumulating vehicle mileage 
received from a mileage sensor as the vehicle travels in response to the signal received from 
said input device. 

15. (Original) The mileage tracking system as defined in claim 14, wherein said input device 
is a receiver for receiving a signal from a remote transmitter. 



16. (Previously presented) The mileage tracking system as defined in claim 25, wherein said 
transmitter is an RF transmitter for transmitting an RF signal to a receiver coupled to the 
remote device. 
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17. (Previously presented) The mileage tracking system as defined in claim 18, wherein said 
vehicle tripmeter time- and date-stamps mileage trip segments that are recorded between 
periods defined by the vehicle ignition being turned on and off. 

18. (Previously presented) A mileage tracking system for use in a vehicle, said mileage 
tracking system comprising: 

a tripmeter for tracking travel distance of the vehicle; and 

a transmitter coupled to said tripmeter for transmitting the travel distance to a receiver 
that is remotely located from the vehicle, 

wherein said vehicle tripmeter further stores an indicator in association with each trip 
segment whether the trip segment was a business trip or a personal trip. 

19. (Previously presented) The mileage tracking system as defined in claim 18, wherein said 
tripmeter totals one of the travel distances traveled during a specified period of time. 

20. (Original) The mileage tracking system as defined in claim 19, wherein each said 
specified time period is a period during which taxes are calculated. 

21. (Original) The mileage tracking system as defined in claim 19, wherein each said 
specified time period is a calendar year. 

22. (Original) The mileage tracking system as defined in claim 19, wherein the mileage said 
tripmeter totals during each specified time period is business mileage. 

23. (Previously presented) The mileage tracking system as defined in claim 25 and further 
comprising an input device mounted in the vehicle for receiving first and second door unlock 
signals, wherein said tripmeter coupled to said input device and to a vehicle odometer sensor 
for displaying mileage accumulated during vehicle travel following receipt by said input device 
of said second door unlock signal, wherein said tripmeter does not accumulate mileage during 
vehicle travel following receipt by said input device of said first door unlock signal. 
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24. (Original) The mileage tracking system as defined in claim 23, wherein said input device 
is an RF receiver for receiving RF first and second door unlock signals from a remote 
transmitter. 

24. (Original) The mileage tracking system as defined in claim 23, wherein said input device 
is an RF receiver for receiving RF first and second door unlock signals from a remote 
transmitter. 

25. (Currently Amended) A mileage tracking system for use in a vehicle, said mileage 
tracking system comprising: 

a tripmeter for tracking travel distance of the vehicle; and 

a transmitter coupled to said tripmeter for transmitting the travel distance to a receiver 
that is remotely located from the vehicle, 

wherein said transmitter is a transceiver for receiving an interrogation signal and for 
transmitting vehicle mileage in response to the interrogation signal. 
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